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hen helping a client Incorporate, atfomeys,

accountants and incorporating professionals

(herginafter collectively “the incorporating
professionals™) should take the time to clear the name the
clients have chosen for their corporation, not only with the
Stale Secrctary of the state in which the client has chosen
lo incorporale in, but they should also clear the name as a
rademark by commissioning a comprehensive trademark
scarch to clear the company name as a trademark. Failure
1o o 20 may lead to a disruption of both the incorporating
professionals” and the client™s quality of life. und a
reduction of their income.

Clearing a corporaic name with the State Secretary of
the state i which clients wish to incorporate In, or
Tegisiering a corporate name as a domain name, 18 not
cricigh to clear the name for use as a trademark, Le. as «
teol, which clients use in connection with their goods and
services, 10 help consumers distinguish them from their
competitors, as the source of the clients” goods and or
services, Famous (rademarks include MceDaonald’s, Coke,
Pepsi, Nike, Adidas, Tommy Hilfiger, Ferrari, BMW,
Jagruar, Prudeniial, Century 21, ete.

Yet, as soon as the corporation is formed, or the domain
name 1s registered, the clients do exactly that, 1.e., begin
using the name of the company as a trademark and incur
tremendous costs in the process. Such costs can include
the cost of (1) designing, developing and commissioning
packaging for the clients goods or services: (i1) creating
selling opporiunitics through various advertising media
including but not Hmited to signs, brochures, catalogs,
[lvers, television, radio, internet, trade shows, seminars,
and public demonsirations ; (i) building up imventory o
meet consumer demand; and (1v) allracting investors, As a
result, the clients” business begins growing nalionwide,
mavbe even worldwide, attracting lots of attention along
the way,

Then, it happens. The clicnts receive a cease and desist
letter from another company, mayhe a competitor mayhe
nol (hercinafier “the sender™), informing them that their

use of therr company name 18 conlusingly similar 10 the
sender’s (rademark, and constitutes grounds for a lawsuil
against the clients [or trademark infmngement and unfair
competition. Furthermore, the chents” llure 1o cease and
desist from the use of their company name as a trademark
will result 1n the sender’s nitlation of a lawsnlt against
them in a court of Law,

The threat of a Lawsuit, the obvieus need to stop using
lthe corporile name as 4 lrademark, and the clear necessity
o adopl 4 new name and Ineur new cosls In conneclion
with the adoplion snd promotion of 4 new name, on wp ol
the costs already incurred. huas a significant negative
impact on both the clients’ income and quality of lite. The
clients are tirst shocked, and then angrv. Why should the
clients have (o change their company nume? Did not the
incorporating professionals clear il as a corporate name?
Did they not search the state data base? And did not the
web registrar clear it as a domain name? Was this not
enough’ The answer 15 no. Who will compensate them for
the past costs incurred in connection with the name that is
supposedly infringing and who will reimburse them for
the new costs they will have to mncur in connection with
new packaging, new advertising and disposing of the old
inventory? It is not too difficult to see how the clients
invariably blame the incorporating protessionals and even
hring suit against them, which in mrn will lead to the Toss
of the clients and the involvement of the incorporating
professionals’ insurance. Accordingly, the incorporating
professional’s income and quality of life also become
acutely, negatively atfected.

{n the other hand, the value of a trademark search in
hringing a positive impact on the clients’ and the
incorporating professionals’ income and guality of life is
imnmeasurable. Fiest of all, i brings peace of mind that
hoth the incorporating professionals and the clients have
taken all reasonable business steps necessary (o prevenl
capitalizing on, and misappropriation of, the goodwill of
any trademark that might precede them in the industry and

therefore minimize the chances of ever receving a cease
feaaainiened il Bexd prgei




